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DETAILED ACTION 
Status of Claims 

1 . Claims 1-8 are pending where claims 1, 7, and 8 have been amended. Claims 7 
and 8 have been withdrawn from consideration based on election by original 
presentation (see below) 

Election/Restrictions 

2. Newly amended claims 7-8 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the catalyst of 
claims 1-6 can be used for a materially different process (such as controlling vehicle 
exhaust emissions) than the process of claims 7-8. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 7-8 are withdrawn from consideration as 
being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 
Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 4975406 to Frestad et al (hereinafter referred to as Frestad). 

Regarding claims 1 and 3, Frestad discloses an oxidic catalyst comprising at 
least 50% by weight of AI2O3 (a trivalent metal, overlaps claimed range of 5-60 wt%), 1- 
10% of alkaline earth metal oxides (a divalent metal, overlaps claimed range of 5-60 
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wt%) and 1 -50% of rare earth metal oxides (overlaps claimed range of 40-55%) 
(Frestad, column 3, lines 56-68). In the case where the claimed ranges "overlap or lie 
inside ranges disclosed by the prior art" a prima facie case of obviousness exists (see 
MPEP 2144.05 [R-5]). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have selected values for AI2O3, rare earth metal 
oxide, and alkaline earth metal oxides that lie within the instantly claimed ranges 
because Frestad discloses the same utility throughout the disclosed ranges. 

Regarding claim 2, there are only six alkaline earth metal oxides to choose from. 
It would be obvious to one of ordinary skill in the art to select magnesium as the alkaline 
earth metal oxide given the extremely limited number of choices available. 
5. Claims 1-3 and 6 rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 4921824 to Chin et al (cited by applicant in IDS; hereinafter referred to as 
Chin). 

Regarding claim 1-3, Chin discloses an oxidic catalyst comprising at least 25% 
rare earth oxides (overlapping the claimed range of 40-55%) (Chin, column 3, lines 45- 
54) and the remainder of the catalyst (i.e. 0-75% of the catalyst, overlapping the claimed 
ranges of 5-60%) can comprise alumina and magnesia (Chin, column 4, lines 3-16). In 
the case where the claimed ranges "overlap or lie inside ranges disclosed by the prior 
art" a prima facie case of obviousness exists (see MPEP 2144.05 [R-5]). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have selected values for alumina, rare earth metal oxide, and magnesia that lie within 
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the instantly claimed ranges because Chin discloses the same utility throughout the 
disclosed ranges. 

Regarding claim 6, Chin discloses that the catalyst particle can include a matrix 
as well as clay, aluminates, and silicates (Chin, column 4, lines 3-16), which are 
molecular sieves. 

6. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 4921824 to Chin et al (cited by applicant in IDS; hereinafter referred to as 
Chin) in view of EP 0554968 Al to Kim (cited by applicant in IDS). 

Chin discloses an oxidic catalyst composition as described above, and also that 
the catalyst particle can be prepared by processes known in the art (Chin, column 4, 
lines 42-43). Chin does not explicitly disclose a process for preparing the catalyst which 
involves forming a precipitate from a solution containing dissolved divalent, trivalent, 
and rare earth metal salts, followed by calcination of the precipitate obtained. 

Kim discloses a process for forming a MgO-La203-Al203 catalyst wherein the 
process involves forming a precipitate from a solution containing dissolved divalent, 
trivalent, and rare earth metal salts, followed by calcination of the precipitate obtained 
(Kim, figure II). 

It would be obvious to one of ordinary skill in the art at the time the invention was 
made to use the process of Kim to prepare the catalyst composition of Chin. The 
motivation for doing so is that Chin teaches that the catalyst particle can be prepared by 
processes known in the art (Chin, column 4, lines 42-43), and Kim is a process known 
in the art that would be able to produce the catalyst of Chin. 
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7. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
EP 0554968 A1 to Kim (cited by applicant in IDS) in view of US 4921824 to Chin et 
al (cited by applicant in IDS; hereinafter referred to as Chin). 

Kim discloses an oxidic catalyst composition comprising 30 to 50 MgO (lying 
within the claimed range of 5 to 60)/5 to 30 La2O3/30 to 50 AI2O3 (lying with in the 
claimed range of 5 to 60) which is particularly effective for passivating vanadium during 
the catalytic cracking of hydrocarbons (Kim, page 2, lines 32-34). Kim does not 
explicitly disclose that the catalyst should comprise 40-55 wt% of a rare earth metal. 

Chin discloses an oxidic catalyst composition used in the catalytic cracl<ing of 
hydrocarbons which comprises at least 25% and more preferably at least 50% lathanum 
oxide in order to passivate metal contaminants, (Chin, column 3, lines 34-54) which may 
also contain magnesia and alumina (Chin, column 4, lines 3-16), and that the more 
lanthanum in the catalyst, the better catalyst performance will be (Chin, column 3, lines 
34-54). 

Regarding claims 1-3, it would be obvious to one of ordinary skill in the art at the 
time the invention was made to modify the composition taught by Kim such that the 
lanthanum oxide content of the composition is greater than 25%, preferably greater than 
50% as taught by Chin (which overlaps the instantly claimed range of 40-55%). The 
motivation for doing so would be to improve the effect the composition of Kim has on 
passivating vanadium. In the case where the claimed ranges "overlap or lie inside 
ranges disclosed by the prior art" a prima facie case of obviousness exists (see MPEP 
2144.05 [R-5]). It would have been obvious to one of ordinary skill in the art at the time 
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the invention was made to have selected values for aluminum oxide, lanthanum oxide, 
and magnesium oxide that lie within the instantly claimed ranges because Kim in view 
of Chin discloses the same utility throughout the disclosed ranges. 

Regarding claim 4, Kim discloses a process for forming a MgO-La203-Al203 
catalyst wherein the process involves forming a precipitate from a solution containing 
dissolved divalent, trivalent, and rare earth metal salts, followed by calcination of the 
precipitate obtained (Kim, figure II). 

Regarding claim 5, a precipitate containing magnesium, lanthanum, and alumina 
is a physical mixture of a divalent, a trivalent, and a rare earth metal source, so Kim 
anticipates claim 5 as well. 

Regarding claim 6, Kim discloses that the oxidic catalyst composition can be 
incorporated in FCC catalyst particles which contain zeolite (i.e. molecular sieve) and a 
matrix. 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-8 have been considered but are 
moot in view of the new ground(s) of rejection. 

The arguments with respect to claim 7-8 are moot as claims 7-8 have been 
amended to be process claims instead of use claims. 

The arguments with respect to claims 1-3, 5-6 are directed toward what US 
5,364,516 to Kumar does and does not teach. These arguments are moot as no 
rejections are reliant on Kumar now due to applicant's amendments to the claims. 
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The arguments with respect to claim 4 is directed toward why Kumar can not be 
combined with Kim as well as that Kumar and Kim teach additional steps that are not 
claimed. These arguments are moot as no rejection is reliant upon Kumar due to 
applicant's amendments to the claims. However, as Kim has been relied upon in new 
grounds of rejection, examiner will address the argument that Kim must be relied upon 
as a whole and that "Examiner appears to ignore the aging steps, pH adjustment steps, 
etc., required in the teachings of Kim"). 

Although Kim does teach more steps than applicant claims, applicant has 
claimed In Instant claim 4 that the process "involves" the calcination of a physical 
mixture of a divalent, trivalent, and a rare earth metal source. The use of the word 
"involves" means that the claimed process can comprise additional steps. Therefore a 
prior art process such as Kim which comprises the calcination of a physical mixture of a 
divalent, a trivalent, and a rare earth metal source (as well as other steps) would still 
read on Instant claim 4 as it "involves" the instantly claimed steps. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth In 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Waick whose telephone number is (571)270-5905. 
The examiner can normally be reached on Monday-Friday 9 AM-6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571)272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 
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Examiner, Art Unit 1793 



